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Art Unit: 1797 

DETAILED ACTION 



Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains tine following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCI Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group 1, claim(s) 1-5, drawn to a rotating-frame rail. 

Group 2, claim(s) 6-10, drawn to a method of manufacturing a rotating-frame rail. 

2. The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under POT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the common 
technical feature is identified to be a first flange and a second flange connected by a at 
least two structural elements forming a web wherein one of the flanges also has 
attached a wear plate. However, Stock teaches a circular car from element (Fig. 3, 20 or 
22) comprising an inner beam (Fig. 3, 21 or 23) connecting two flanges (Fig. 3, top and 
bottom of 20 or 22) and a wear plate positioned below it (Fig. 3, 25 or 27). While there 
are not at least two beams connected the top and bottom flanges, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate an 
additional beam, extending from the top flange to the bottom flange, for the benefit of 
providing increased support and stability to the structure. Therefore, the current 
invention does not make a greater contribution over the prior art. Thus, groups I and II 
lack unity of invention. 

3. During a telephone conversation with John Mion on 5/20/2010 a provisional 
election was made without traverse to prosecute the invention of group I, claims 1-5. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 6-10 are withdrawn from further consideration by the examiner, 37 

CFR 1.142(b), as being drawn to a non-elected invention. 
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4. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
All claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-5 are rejected under 35 U.S.C. 112, second paragrapli, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 , applicant attempts to claim a "rotating-frame rail", however, from the 
claims it is unclear what applicant is actually claiming. First, from the preamble of the 
claim, it is inferred that the "rotating-frame rail" rotates, however, it is unclear from the 
claims what claimed feature enables the device's rotation. Further, applicant claims that 
the "transverse section is roughly in an H shape". However, from the drawings, it 
appears that the transverse section is more similar to that of the Roman numeral "II". 
Lastly, it is generally unclear from the claim in light of the specification what the device 
is. The device is described in way that does not clearly convey the true structure of the 
device. For example, the claim claims that the flanges are circular or polygonal, but 
when the drawings are referenced for further clarification, the drawings appear to show 
the structure as having rectangular flanges. Further, in claim 3 applicant claims the web 
to be "formed by a tube having a rectangular cross section". It is unclear what this "tube" 
structure is as there is no further description or depiction in the drawings. There is no 
further description or depiction of this apparatus. The claims should be amended for 
clarify the structure of the device being claimed. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 10/598,649 
Art Unit: 1797 



Page 5 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stock (3139404. made of reference on applicant's IDS). 

Regarding claims 1, 3, 4 and 5, Stock teaches a rotating-frame rail comprising 
a first circular flange (Fig. 3, top of 20 or 22; col. 2, lines 66-67) with an external surface 
(Fig. 3, top of flanges) that are intended to cooperate with at least one filtration cell (col. 

2, lines 66-71 ) and an internal surface (Fig. 3, bottom of top flange of 20 or 22), a 
second circular flange (Fig. 3, bottom flange part of 20 or 22; col. 2, lines 66-67) having 
an external (Fig. 3, bottom of bottom flange part 20 or 22) and an internal surface (Fig. 

3, top of bottom flange part of 20 or 22) a web (Fig. 3, 23) between the upper and lower 
flanges wherein the transverse section is roughly an H shape (see image reproduced 
below). A wear plate (fig. 3, 25 or 31 ) is below the second flange (fig. 3, bottom flange of 
20 or 22) in order to form a contact surface for support rollers (Fig. 3, 24 or 26). Stock 
teaches several rails (Fig. 3, 20 and 22) with filtration cells (fig. 1 , 38) disposed on top in 



Application/Control Number: 10/598,649 Page 6 

Art Unit: 1797 

a circular manner (Fig. 1 , filtration cells (38) are arranged around the center in a circular 
way). 

Top Flange 




Transverse 'H' cross-section 
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Stock does not teach wherein the steel web comprises at least two steel cross- 
ties curved or bent in a parallel fashion or wherein the web is formed by a tube having a 
rectangular cross section and long sides forming the parallel cross ties. 

However, applicant's recited structure merely describes an I-beam (pictured 
above and taught by Stock) with an additional, identical and separate inner support. 
Applicant merely duplicates the inner support. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to incorporate a second support, 
identical to and separate from the first for the benefit of increasing the strength and 
stability of the frame-rail. It is well-known that the addition of an extra support helps 
distribute the weight and provide a more stable, sturdy structure. The mere duplication 
of parts, without any new or unexpected results, is within the ambit of one of ordinary 
skill in the art. See In re Harza, 124 USPQ 378 (CCPA 1960) (see MPEP § 2144.04). 

Further, regarding the specific description of the design of the cross-ties, the 
courts have held that the change in form or shape, without any new or unexpected 
results, is an obvious engineering design. See In re Dailey, 149 USPQ 47 (CCPA 1976) 
(see MPEP § 2144.04). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to manipulate the design of the structure for aesthetic or 
structural purposes. 

Stock teaches that the wear plate is a separate piece (see the figure reproduced 
above, the different coloring of the wear plate and the flange indicate the separation). 
Stock is silent to the way in which the wear plate is connected to the flange. However, it 
is notoriously well-known in the art that nuts and bolts are commonly used to detachably 
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connect two objects for the benefit of easy removal, or intercliangeability. One of 
ordinary sl^ill in the art at the time of the invention would have been motivated to 
incorporate a well-known attachment means, such as bolts, into Stock's invention for 
the benefit of detachably connecting the wear plate to the flange for the benefit of easy 
removal and replacement after the wear plate breaks down from the rollers. 

Claim 2 Is considered product-by-process claim. The cited prior art teaches all 
of the positively recited structure of the claimed apparatus or product. The determination 
of patentability is based upon the apparatus structure itself. The patentability of a 
product or apparatus does not depend on its method of production or formation. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process. See In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 
1985) (see MPEP§ 2113). 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

Johnson (5644888) shows that structural supports can have many different 
designs including that of an I-beam shape with a hollow center support beam (Fig. 3). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALLISON GIONTA whose telephone number is 
(571)270-1767. The examiner can normally be reached on M-F: 9am to 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on (571)272-0579. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Krishnan S Menon/ 

Primary Examiner, Art Unit 1797 

/AMG/ 



